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DETAILED ACTION 

Status of the Application 

1 . Claims 1-40 have been examined in this application. This communication is the first 
action on the merits. The Information Disclosure Statement (IDS) statement filed on September 
19, 2005 and September 26, 2005 have also been acknowledged. 

Double Patenting 

2. Claims 1-40 are provisionally rejected on the ground of nonstatutory double patenting 
over Claims 1-40 of copending Application No. 10/710,533. This is a provisional double 
patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced 
copending application and would be covered by any patent granted on that copending application 
since the referenced copending application and the instant application are claiming common 
subject matter, as follows: The claims in both applicants are identical to each other. 

Furthermore, there is no apparent reason why applicant would be prevented from 
presenting claims corresponding to those of the instant application in the other copending 
application. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP 
§ 804. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 1-40 are rejected under 35 U.S.C. 101 because even though the claims recite 
functionally descriptive material (e.g. billing steps/procedures) this material is not tangibly 
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embodied. Specifically, it is not clear what the billing steps entail and if they involve the use of 
any structural components or if they are performed manually. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over "How to 
Control Your Company's Legal Costs" by Harry J. Maue (hereinafter referred to as Maue) in 
view of US Patent Number 5,970,478 to Walker and in further view of US Patent Number 5,649, 
117 to Landry. 

(A) As per claim 1 , Maue in view of Walker and Landry collectively teach a method 
comprising: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses for their clients 
(Maue: Page 4, Lines 4-17) 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): determining for a first law firm client a first duration of time associated with financing 
an out-of-pocket cost for the first client and determining for a second law firm client a second 
duration of time associated with financing an out-of-pocket cost for the second client, wherein 
the first duration of time is different than the second duration of time; the law firm billing the 
first and second law firm clients a separate charge in relation to one or more respective out-of- 
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pocket costs, wherein each charge is based in part on the duration of time determined for the 
respective first and second clients. At the time of the invention, it would have been obvious for 
one of ordinary skill in the art to have modified the teachings of Maue with the aforementioned 
feature from Walker with the motivation of having a means of calculating a price of loaning 
credit to a client, as recited in Walker (Col. 41-44). (Note(l): The credit is the amount of money 
the law firm has to incur for the client's out of pocket expense and this is the amount that incurs 
a finance charge). (Note(2): Walker teaches that interest is charged on an unpaid balance of an 
amount — the amount representing unpaid bills (out-of-pocket) expenses. Walker teaches that the 
finance charge is based on an interest rate and the examiner takes the position that an interest rate 
by its very definition means that a finance charge which is dependent on an interest rate increases 
as the time duration that the bill remains unpaid increases. Therefore, if there are two separate 
clients in Walker with unpaid balances but the amount of time that their balances remain unpaid 
are different than their finance charges will be different (separate). Furthermore, Maue does not 
teach that the expenses incurred on behalf of a client which are initially paid for by a law firm 
and thus financed by the law firm, incur a finance charge. However, it is well known in the art 
that a party who pays an expense on behalf of another party applies a finance charge to the 
unpaid balance that the other party owes in order to offset the time value of money.) 

Maue and Walker do not teach that the separate charges are automatically determined, 
however, this feature is well known in the art as evidenced by Landry (Col. 36, Ln. 42-45). At 
the time of the invention, it would have been obvious for one of ordinary skill in the art to have 
modified the combined teachings of Maue in view of Walker with the aforementioned teachings 
from Landry with the motivation of providing an accurate means of providing understandable 
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and complete periodic statements of account activities to clients (payors), as recited in Landry 
(Col. 35, Ln. 37-42). 

(B) As per claim 2, Walker teaches that the separate charges are automatically determined 
using a flat fee parameter (Walker: Col. 7, Ln. 58-62). The motivation for making this 
aforementioned modification to the teachings of Maue is the same as set forth in the rejection of 
claim 1 , above. 

(C) As per claim 3, in Walker the separate charges are automatically determined using a 
percentage parameter (Walker: Col. 7, Ln. 58-62). The motivation for making this 
aforementioned modification to the teachings of Maue is the same as set forth in the rejection of 
claim 1, above. 

(D) As per claim 4, in Walker the duration of time is determined by a length of time it is 
expected a client will take to reimburse the law firm for the out-of-pocket expense (Walker: Col. 
7, Ln. 38-63). The motivation for making this aforementioned modification to the teachings of 
Maue is the same as set forth in the rejection of claim 1 , above. 

(E) As per claim 5, in Maue the out-of-pocket cost is a fee paid to a government (Maue: Page 
3, Paragraph 1). (Note: Maue does not expressively states that the government agency is the 
Patent and Trademark office, however, when Maue states that attorneys file motions on behalf of 
clients the examiner interprets these motions to include documents such as petitions which are 
frequently filed with a government patent and trademark office. 

(F) As per claim 6, in Landry the out-of-pocket cost is by a transfer of funds from the law 
firm to a third party (Landry: Col. 4, Ln. 34-36). The motivation for making this aforementioned 
modification to the teachings of Maue is the same as set forth in the rejection of claim 1, above. 
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(G) As per claim 7, the combined teachings of Maue in view of Walker and Landry do not 
teach or suggest that the out-of-pocket cost is financed by a financing organization independent 
of a law firm, however, the examiner takes Official Notice that this feature is well known in the 
financial services industry and that it is equivalent to a credit card company. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified Maue 
to include this above recited feature with the motivation of providing the law firm or 
organization incurring the out-of-pocket expenses with a means of paying bills on time without 
considering their own cash flow. 

(H) As per claim 8, in Walker the separate charge is determined prior to a transfer of funds to 
pay the out-of-pocket cost (Walker: Col. 7, Ln. 58-62). The motivation for making this 
aforementioned modification to the teachings of Maue is the same as set forth in the rejection of 
claim 1 , above. 

(I) As per claim 9, in Walker the separate charge relates to a loan of funds to pay the out-of- 
pocket cost. The motivation for making this aforementioned modification to the teachings of 
Maue is the same as set forth in the rejection of claim 1, above. 

(J) As per claims 10-12, these claims repeat features previously addressed in the rejections 
of claims 1-3, above, respectively, and are rejected on the same basis. 

(K) As per claim 1 3, in Walker the payment attribute relates to an expected date on which the 
out-of-pocket expense will be paid by the client (Walker: Col. 7, Ln. 38-63). The motivation for 
making this aforementioned modification to the teachings of Maue is the same as set forth in the 
rejection of claim 1, above. 
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(L) As per claims 14-15, these claims repeat features previously addressed in the rejections of 
claims 5-6, above, respectively, and are rejected on the same basis. 

(K) As per claim 16, the combined teachings of Maue, Walker and Landry teach a method 
comprising: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses for their clients 
(Maue: Page 4, Lines 4-17) 

Maue does not teach the following feature which is taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): the step of associating a first law firm client with a first billing plan used to determine 
a charge to the first client and a second law firm client with a second billing plan used to 
determine a charge to the second client, wherein each billing plan is based in part on a payment 
attribute associated with the respective client (i.e. credit rating of the client) (Walker: Col. 7, Ln. 
66-Col. 8, Ln. 5), and the first billing plan is different than the second billing plan; the law firm 
billing the first and second law firm clients a separate charge in relation to one or more 
respective out-of-pocket costs, wherein each charge is based in part on the cost of financing 
funds used to cover payment of the out-of-pocket costs. At the time of the invention, it would 
have been obvious for one of ordinary skill in the art to have modified the teachings of Maue 
with the aforementioned feature from Walker with the moti vation of having a means of 
calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). (Note(l): 
The credit is the amount of money the law firm has to incur for the client's out of pocket expense 
and this is the amount that incurs a finance charge). (Note(2): Walker teaches that interest is 
charged on an unpaid balance of an amount — the amount representing unpaid bills (out-of- 
pocket) expenses. Walker teaches that the finance charge is based on an interest rate and the 
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examiner takes the position that an interest rate by its very definition means that a finance charge 
which is dependent on an interest rate increases as the time duration that the bill remains unpaid 
increases. Therefore, if there are two separate clients in Walker with unpaid balances but the 
amount of time that their balances remain unpaid are different than their finance charges will be 
different (separate). Furthermore, Maue does not teach that the expenses incurred on behalf of a 
client which are initially paid for by a law firm and thus financed by the law firm, incur a finance 
charge. However, it is well known in the art that a party who pays an expense on behalf of 
another party applies a finance charge to the unpaid balance that the other party owes in order to 
offset the time value of money.) 

Maue and Walker do not teach the following that the separate charges are automatically 
determined based on the billing plans associated with each respective first and second clients, 
however, this feature is well known in the art as evidenced by Landry (Col. 36, Ln. 42-45). At 
the time of the invention, it would have been obvious for one of ordinary skill in the art to have 
modified the combined teachings of Maue in view of Walker with the aforementioned teachings 
from Landry with the motivation of providing an accurate means of providing understandable 
and complete periodic statements of account activities to clients (payors), as recited in Landry 
(Col. 35, Ln. 37-42). 

(L) As per claim 17-21 , these claims repeat features previously addressed in the rejections of 

claims 2, 3, 13, 5 and 6, above, respectively, and are rejected on the same basis. 

(M) As per claim 22, the combined teachings of Maue, Walker and Landry teach a method 

comprising: 
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Maue teaches the concept that law firms incur "out-of-pocket" expenses for their clients 
(Maue: Page 4, Lines 4-17); 

Maue does not teach the following step which is taught by Walker (Col. 5, Ln. 56-Col. 6, 
Ln. 6): associating a first law firm client with a first fee schedule used to determine a charge to 
the first client and a second law firm client with a second fee schedule used to determine a 
charge to the second client, wherein the second fee schedule provides for a discount to the 
second law firm client relative to the amount charged to the first client pursuant to the first fee 
schedule (Walker: Col. 7, Ln. 66-Col. 8, Ln. 5 — Note: In Walker customers get discounts based 
on their credit rating); the law firm billing the first and second law firm clients a separate charge 
in relation to one or more respective out-of-pocket costs, wherein each charge is based in part on 
the cost of financing funds used to cover payment of the out-of-pocket costs. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned feature from Walker with the motivation of having a 
means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). 
(Note(l): The credit is the amount of money the law firm has to incur for the client's out of 
pocket expense and this is the amount that incurs a finance charge). (Note(2): Walker teaches 
that interest is charged on an unpaid balance of an amount — the amount representing unpaid bills 
(out-of-pocket) expenses. Walker teaches that the finance charge is based on an interest rate and 
the examiner takes the position that an interest rate by its very definition means that a finance 
charge which is dependent on an interest rate increases as the time duration that the bill remains 
unpaid increases. Therefore, if there are two separate clients in Walker with unpaid balances but 
the amount of time that their balances remain unpaid are different than their finance charges will 
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be different (separate). Furthermore, Maue does not teach that the expenses incurred on behalf 
of a client which are initially paid for by a law firm and thus financed by the law firm, incur a 
finance charge. However, it is well known in the art that a party who pays an expense on behalf 
of another party applies a finance charge to the unpaid balance that the other party owes in order 
to offset the time value of money.) 

Maue and Walker do not teach that separate charges are automatically determined based 
on the fee schedules associated with each respective first and second clients, however, this 
feature is well known in the art as evidenced by Landry (Col. 36, Ln. 42-45). At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
combined teachings of Maue in view of Walker with the aforementioned teachings from Landry 
with the motivation of providing an accurate means of providing understandable and complete 
periodic statements of account activities to clients (payors), as recited in Landry (Col. 35, Ln. 37- 
42). 

(N) As per claims 23-26, these claims repeat features previously addressed in the rejections of 
claims 2-5, above, respectively, and are rejected on the same basis. 

(O) As per claims 27-40, these claim repeat features previously addressed in the rejections of 
claims 1-26, above, and differ in that they relate to apparatus claims rather than method claims. 
Therefore, these claims are rejected on the same basis as claims 1-26 above. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US Patent Numbers 5,950,174, 5,465,206, 5,794,221 and 6,070,150 are all related to 
financing various expenses. 

Non-Patent Documents: "Owing Patients an explanation" and "Modern Healthcare" 
relate to out-of-pocket expenses which are incurred by professionals on behalf of clients. 

6. Any inquire concerning this communication or earlier communications from the 
examiner should be directed to Vivek Koppikar, whose telephone number is (571) 272-5109. 
The examiner can normally be reached from Monday to Friday between 8 AM and 4:30 PM. 

If any attempt to reach the examiner by telephone is unsuccessful, the examiner's 
supervisor, Joseph Thomas, can be reached at (571) 272-6776. The fax telephone numbers for 
this group are either (571) 273-8300 or (703) 872-9326 (for official communications including 
After Final communications labeled "Box AF"). 

Another resource that is available to applicants is the Patent Application Information 
Retrieval (PAIR). Information regarding the status of an application can be obtained from the 
(PAIR) system. Status information for published applications may be obtained from either 
Private PAIR or Public PAX. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, please feel 
free to contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Sincerely, / 
Vivek Koppikar 



6/21/2006 




C. LUKE GieClGAN 
PATENT EXAMINER 



